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Art Unit: 2857 

1. Claims 16-24 are objected to under 37 C.F.R. 1.75(a) for failing to particularly 
point out and distinctly claim the subject matter which the applicant regards as the 
invention. Amended claim 16, line 2, now states " a computer system collecting storage 
demand data for a storage system" however claim 16 is a method claim and as this 
limitation is written it appears to be an apparatus type limitation referring to a computer 
system instead of stating for example "using a computer system for collecting..." which 
would clearly be a step of a method. The examiner asks the applicant to better claim the 
limitations cited above. While the examiner understands the intentions of the applicant 
he feels confusion could be drawn from the limitations cited above. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 -3, 7, 9, 1 3-1 8, 22, 24-27, 31 and 33 are rejected under 35 
U.S.C. 102(e) as being anticipated byTalluri (US 2004/0153481 A1). 
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As per claim 1, Talluri (Abstract, figures 5, 6, page 3, paragraph 0036) 
discloses "a processor; and a memory comprising program instructions, wherein the 
program instructions ...executable by the processor to:". Talluri (Abstract, page 6, 
paragraphs 0072, 0073, page 8, paragraph 0098) discloses "collect storage demand 
data for a storage system". Talluri (Abstract, figure 5, page 2, paragraphs 0015, 0016, 
page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 0096, 
0098) discloses "determine a storage requirement for the storage system... given 
storage availability risk level under one or more conditions indicated by the storage 
demand data". 

As per claim 2, Talluri (Abstract, figure 5, page 2, paragraphs 0015, 0016, 
page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 0096, 
0098) discloses the feature of this claim. 

As per claim 3, Talluri (page 2, paragraph 0015, page 5, paragraphs 0061- 
0063, 0065) discloses the feature of this claim. 

As per claim 7, Talluri (Abstract, figure 5, page 2, paragraphs 0015, 0016, 
page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 0096, 
0098) discloses the feature of this claim. 

As per claim 9, Talluri (Abstract, figures 5, 6) discloses the feature of this 

claim. 

As per claim 13, Talluri (page 2, paragraph 0017) discloses the feature of 

this claim. 
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As per claim 14, Talluri (page 1, paragraphs 0007-0009) discloses the 
feature of this claim. 

As per claim 15, Talluri (Abstract, page 6, paragraphs 0072, 0073, page 8, 
paragraph 0098) discloses the means for collecting storage demand data for a storage 
system. Talluri (Abstract, figure 5, page 2, paragraphs 0015, 0016, page 6, paragraphs 
0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 0096, 0098) discloses the 
means for determining one or more conditions as well as the means for determining a 
storage requirement for the storage system. 

As per claim 16, Talluri (Abstract, page 6, paragraphs 0072, 0073, page 8, 
paragraph 0098) discloses "a computer system collecting storage demand data for a 
storage system". Talluri (Abstract, figure 5, page 2, paragraphs 0015, 0016, page 6, 
paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 0096, 0098) 
discloses "the computer system determining a storage requirement.. to meet a given 
storage availability risk level... indicated by the storage demand data." 

As per claim 17, Talluri (Abstract, figure 5, page 2, paragraphs 0015, 
0016, page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 
0096, 0098) discloses the feature of this claim. 

As per claim 18, Talluri (page 2, paragraph 0015, page 5, paragraphs 
0061 -0063, 0065) discloses the feature of this claim. 

As per claim 22, Talluri (Abstract, figures 5, 6) discloses the feature of this 

claim. 
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As per claim 24, Talluri (page 2, paragraph 0017) discloses the feature of 

this claim. 

As per claim 25, Talluri (Abstract, page 6, paragraphs 0072, 0073, page 8, 
paragraph 0098) discloses the collecting step. Talluri (Abstract, figure 5, page 2, 
paragraphs 0015, 0016, page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, 
page 8, paragraphs 0096, 0098) discloses the determining step. 

As per claim 26, Talluri (Abstract, figure 5, page 2, paragraphs 0015, 
0016, page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, paragraphs 
0096, 0098) discloses the feature of this claim. 

As per claim 27, Talluri (page 2, paragraph 0015, page 5, paragraphs 
0061-0063, 0065) discloses the feature of this claim. 

As per claim 31 , Talluri (Abstract, figures 5, 6) discloses the feature of this 

claim. 

As per claim 33, Talluri (page 2, paragraph 0017) discloses the feature of 

this claim. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 8, 21 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Talluri (US 2004/0153481 ) in view of Jacobus et al. (US 20040068455). 

As per claims 8, 21 and 30, Talluri (Abstract, figure 5, page 2, paragraphs 
0015, 0016, page 6, paragraphs 0072, 0073, pages 7-8, paragraph 0092, page 8, 
paragraphs 0096, 0098) discloses the feature of this claim with the exception of clearly 
disclosing the lead time to acquire new storage. However, Jacobus et al. (page 5, 
paragraph 0069) teach that availability is the fraction of the demand that the firm would 
actually get from its suppliers at sufficient lead time to avoid shortages . Thus, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made to apply the techniques of Jacobus et al. to the invention of Talluri as specified 
above and consider the lead time to acquire new storage, because the amount of lead 
time in acquiring new storage would be of significant importance in avoiding shortages 
of storage space. 

6. The following references are cited as being art of additional general interest: 
O'Brien et al. (US 2004/0225659 A1 ) which disclose the planning of usage demands for 
a storage product, Nishio et al. (US 2003/0014604 A1) disclose the capacity of storage 
area demanded by a client disk array device, Knippel et al. (6,839,822) which disclose 
maintaining an inventory of memory with demand-monitoring, Manin (6,751,718) 
which discloses the determination of both calculated and actual memory demand and 
Koclanes et al. (US 2004/0243699 A1) which disclose policy based management of 
storage resources and the delivery of storage on demand. 
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7. Claims 4-6, 10-12, 19, 20, 23, 28, 29 and 32 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims and subject 
to the appropriate correction of the 37 C.F.R. 1.75(a) objection noted in paragraph 1 
above. 

8. Applicant's arguments filed 12-6-04 have been fully considered but they are not 
persuasive with respect to the art rejections that remain above. With respect to the 
Talluri reference, on page 15 of the reply the Applicant argues that "Talluri's system 
does not collect or use any data pertaining to demand f or a storage system". However, 
Talluri (page 8, paragraph 0098, lines 13-17) clearly states: 

"A stable and predictable response to rapid increases in demand for storage 
resources is now achieved with the ability to dynamically tailor this response to match 
changing requirements". 

In addition, such a concept was indeed well known in the prior art, and additional 
evidence of this has been provided in the Knippel et al., Manin and Koclanes et al. 
references noted in paragraph 6 above and can also be found in the Karpoff (US 
2003/0135385 A1, see paragraph 0068) reference which was cited as art of interest in 
the prior Office action and discloses a YottaDisk system that allows demand-based 
consumption of storage. On page 15 of the reply the Applicant also argues "Instead, as 
discussed above, Talluri teaches a system in which storage is segmented into nodal 
and global storage on each storage server node, and if local nodal storage lacks 
sufficient capacity, the storage server node writes the data to the node manager (NM) 
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which then writes the data to selected global storage". However, with respect to the 
above argument concerning the segmentation of storage, the Applicant is arguing 
unclaimed merits or distinctions. The Applicant also argues on page 15 that "Talluri's 
system clearly has nothing to do with determining a storage requirement for a storage 
system". However, the Examiner respectfully disagrees, because as shown in 
paragraph 0098 referred to above in responding to the demand for storage resources 
and to tailor the response to match the changing requirements, the storage requirement 
is clearly being determined. In fact, paragraph 0016 of Talluri, lines 1-3, clearly state: 

"Another example of a beneficiary of such a storage policy would be an 
'application services provider' (ASP) where storage requirements and usage rapidly 
fluctuate". 

The Applicant further argues on page 1 5 of the reply that "Moreover, there is 
clearly no concept of a storage availability risk level in Talluri, let alone determining a 
storage requirement for a storage system to meet a given storage availability risk level". 
However, paragraph 0072, lines 10-21, of Talluri clearly state: 

"This information is used to determine the optimum batch size of data to be 
written to the global storage (GS) of storage server nodes (SN)..., thereby avoiding 
clogging of the network and straining of the storage server nodes' (SN) system 
resources, which may happen if data is sent at an inopportune time (for instance, when 
the storage server nodes' (SN) file system resources are already severely strained). 
This information may also be used to define peak usage times and off-peak usage times 
and to determine a suitable time for the back-up process". 
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Thus, a storage availability risk level to be able to avoid clogging of the network 
and straining of the storage server nodes systems resources is clearly being taken into 
account, as shown above, in the determination of the storage requirement for the 
storage system. With respect to the arguments concerning the Jacobus et al. reference 
on pages 16-17 of the reply, the Applicant argues "Moreover, Jacobus pertains to 
inventory management for manufacturing enterprises (see, e.g., para. [0002]) and has 
absolutely nothing to do with acquiring new storage for a network storage system such 
as in TallurL". However, Jacobus et al. was used to teach the obviousness and 
motivation for taking into account the lead time in the acquisition of the new storage. 
Furthermore, Jacobus et al. (paragraph 0002) clearly indicates that one of those 
manufacturing enterprises includes "computer manufacturers" (i.e. manufacture of 
storage systems for computer systems) and paragraph 0005 of Talluri indicates that for 
several businesses the success and often the very existence of the business 
depends on the availability of data at all times, thus providing additional motivation 
for taking into account the lead time when acquiring new storage. 
9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hal D Wachsman whose telephone number is 571-272- 
2225. The examiner can normally be reached on Monday to Friday 7:00 A.M. to 4:30 
P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc Hoff can be reached on 571-272-2216. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of ah application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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